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STATE OF W SCONSI N ) I N SUPREME COURT

Acuity, a Mitual Insurance Conpany,
Plaintiff-Appellant-Petitioner, FI LED

V. JUN 18, 2008

Ki shan Bagadi a; UNI K Associ ates, LLC, Synmantec bavid R Schanker
Cor poration; and Quarterdeck Corporation, Oerk of Supreme Court

Def endant s- Respondent s.

REVI EW of a decision of the Court of Appeals. Affirned.

11 PATI ENCE DRAKE ROGGENSACK, J. A lawsuit in the
United States District Court for the District of Oegon
(hereinafter "District Court of Owegon") that resulted in a
judgnment for $958,253.40 entered against two of the respondents,
Ki shan Bagadia and UNI K Associates (collectively, "UNIK"), and
in favor of the two other respondents, Symantec Corporation and
Quarterdeck Corporation (collectively, "Symantec"), precipitated
the present action filed by UNK s insurer, Acuity Mitual

| nsurance Conpany ("Acuity"), in the Wukesha County Circuit
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Court.® Acuity sought a declaration that its insurance policy
with UNIK does not cover the damages entered by the District
Court of Oregon for an "advertising injury" Symantec alleges
that it incurred as a result of UNK s infringenent of
Symantec's copyrights and trademarks. Alternatively, in the
event the circuit court ultimately held that Acuity's policy
does cover the danmages, Acuity sought a declaration that the
anmount it owes UNIK is set off by the anmount Symantec has
al l egedly recovered from anot her insurer.

12 The circuit court entered a final judgnment against
Acuity, directing Acuity to indemify UNK for the ful
$958, 253. 40, plus interest.

3 We review the decision by the court of appeals?
affirmng the circuit court's entry of final judgnent against
Acuity and in favor of UNIK and Synmantec. Two issues confront
us: (1) Whether, wunder Acuity's Comrercial General Liability
("CA") insurance policy, UNIK engaged in "advertising activity"
resulting in UNIK' s infringenment of Symantec's copyrights and
trademar ks, thereby obligating Acuity to indemify UNIK. (2) If
so, whether the amount in which Acuity is obligated to indemify
UNFK may be offset by the anmount Symantec purportedly has
al ready received from another insurer. W affirm W hold that

Acuity is liable for the danages entered against UN K, because

! The Honorable Mark S. Genpel er presided.

2 Acuity v. Bagadia, 2007 W App 133, 302 Ws. 2d 228, 734
N. W 2d 464.
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Acuity's policy assures coverage for the copyright and trademark
i nfringenent UNFK conmitted as a result of adverti sing
Symantec's products. However, we decline to consider whether
Acuity is entitled to have the judgnent anmount offset by the
anount Symantec has allegedly collected from another insurer
because the record with respect to that issue is insufficiently
devel oped for us to render a deci sion.
| . BACKGROUND?

14 In 2002, Symantec sought to put a halt to UNIK's
unaut horized distribution and sale of Symantec software by
filing a lawsuit in the District Court of Oregon alleging
copyri ght and trademark infringenent. Symantec creates,
publ i shes and manufactures software that protects the security
of personal conputers. It owns four copyrights at issue:
Norton AntiVirus® Norton Utilities® Norton Ghost® and Norton
Cl eanSweep®. It also owns six trademarks at issue: Symant ec®,

Norton  Syst em\r ks®, Norton Anti Virus®, Norton UWilities®

3 The facts set forth are undisputed. The portion of the
"Background"” section describing the litigation in the District
Court of Oregon collects its facts from Symantec's conplaint in
that lawsuit, from exhibits contained in the record, from the
district court's opinion granting sunmmary judgnment in Symantec's
favor and from the district court's separate opinions awarding

costs and fees. The opinion granting summary judgnent s
apparently unpublished and unavail able, both in the reporters
and the electronic databases. The opinions awarding costs and

fees are found in: Symantec Corp. v. CD Mcro, Inc., No. 02-
406- K, 2005 W 1334557 (D. O. Jun. 2, 2005) and Symantec Corp.
v. CD Mcro, Inc., No. 04-227-KI, 2005 W 1972563 (D. O.
Aug. 12, 2005) (consolidated cases).
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Norton Ghost®, and Norton O eanSweep®. * UNI K Associ ates, which
is insured by Acuity, is a Wsconsin-based software vendor whose
busi ness focuses primarily on purchasing conputer software at
di scount prices and then selling that software to resellers.
Symantec clained in the federal suit that UN K, anong other
actions, adverti sed, di stri but ed, and sol d Symantec's
copyrighted and trademarked products w thout authorization.
Symantec also alleged that UNK s actions caused injury to
Symant ec, including consuner deception and conf usion.

15 The District Court of Oregon issued sunmmary judgnent
in Symantec's favor. It found that UNI K "advertised
[Symantec's] SystemWrks® software through trade magazines,
t el ephone marketing, direct nmailings, and supplying sanples to

interested buyers.” Symantec Corp. v. CD Mcro, Inc., No. 02-

406-Kl, slip op. at 4 (D. O. Feb. 24, 2005). UNK placed
advertisenents bearing Symantec's trademarked nane in conputer
trade nmagazi nes. In addition, UNI K  shipped sanples of
Symantec's SystemWrks® products to existing custonmers who
requested them over the phone. UNI K would ship a sanple disk
containing the SystenWrks® software in a plain, white paper

sl eeve without a retail box or a nmanual. In accordance with the

“ More precisely, Quarterdeck owns the copyright and
trademark on Norton C eanSweep® while Symantec owns the
copyrights and trademarks on the ot her products.

® The SystemMrks® software constitutes "suites" of six
separate software products, including the trademarked Norton
SystenWrks® Norton AntiVirus® Norton Uilities® and Norton
Ghost ®.
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custoner's specifications, UNIK would mark the inner hub of the
sanple disk to indicate the SystenWrks® products contained
W t hin. The custonmer would inspect the sanple. If the sanple
met the custonmer's approval, the custoner would place a full
order for the product with UNNK.  UNIK, in turn, would place the
order with its supplier and, upon receipt, would ship the full
order to its custonmer in the plain, white sleeves it used to
ship the sanples. Symantec sold each of its SystemArks® suites
of software for nore than $40, but UNIK sold them at prices
ranging from $3.50 to $20. UNIK sold 117,273 copies of
Symantec's software between Decenber 2000 and October 2003,
generating approxi mately $845,672 in gross revenue.

16 The federal court concluded that UNK s actions
vi ol ated Symantec's copyrights and trademarKks. It ordered both
an injunction and nonetary damages. The court enjoined UNK
from "[d]issem nating, pronoting, selling, offering for sale,
distributing, or wusing any unauthorized copies" of Symantec's
copyrighted products. Symantec, No. 02-406-KI, [Stipulated]
Per manent |Injunction, 9f1(a) (D. O. My 3, 2005). It further
enjoined UNIK from "[p]rocuring, wusing (including use on web
sites, on the Internet, and on any products distributed by
UNI K) , repr oduci ng, counterfeiting, or copyi ng any of
[ Symantec's] registered trademarks, or distributing any products
bearing [ Symantec's] trademarks." 1d. at fb

17 The court also inposed nonetary danages. It awarded
statutory damages of $60,000 for each of the six Symantec
trademarks UNIK infringed and $15,000 for each of the four

5



Nos. 2006AP1153 & 2006AP1974

Symantec copyrights UNK infringed. Pursuant to federa
statutes® providing for election of damages, Symantec elected to
recover the $360,000 in statutory trademark infringenment
damages, but elected to forego the $60,000 in statutory
copyright infringenent damages in favor of collecting $272,226
in actual copyright infringenent danages. The court also
awarded Synmantec costs and attorney's fees of $326,07.40,
bringing the total judgnent against UNIK to $958, 253. 40.

18 Meanwhile, as the federal |awsuit unfolded, Acuity
filed a lawsuit in Waukesha County Circuit Court, seeking, via a
nmotion for summary judgnent, a declaration that it had no duty
to defend UNIK in the Oregon action. The court denied Acuity's
nmotion and ordered Acuity to defend. However, the District
Court of Oregon entered final judgnent against UN K Acui ty,
Symantec and UNIK then filed cross notions for summary judgnent
with respect to the question of whether Acuity had a duty to
indermify UNIK for the federal court judgnent. The circuit
court denied Acuity's notion and granted Symantec's and UNIK' s
respective notions. In its final judgnent, the court ordered
Acuity to indemify UNIK for the full $958, 253.40 plus

prejudgnent interest, despite Acuity's request that the award be

® See 15 U.S.C. § 1117(c) for the available election of
damages for trademark infringenment. See 17 U S. C. § 504(b) for
the avail abl e el ection of danages for copyright infringenent.
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of fset by the alleged $165,964.38 Symantec had al ready received
from Continental Casualty Conpany.’

19 The court of appeals affirned. Acuity v. Bagadi a,

2007 W App 133, 91, 302 Ws. 2d 228, 734 N W2d 464. It held
that Acuity's insurance policy with UNIK covered Symantec's
judgment with respect to both its copyright infringenent and
trademark infringenent clains. UNI K engaged in "advertising
activity," as described in the policy, which resulted fromits
infringing Symantec's copyrights and tradenmarks. Accordi ngly,
the court of appeals held that Acuity is obligated to indemify
UNIK for the full anmount entered by the circuit court. The
court of appeals also denied Acuity's request to offset the
award by the $165,964.38 Acuity alleges Symantec received from
Continental, pointing out that the record is insufficient to
allowit "to determ ne who owes what." 1d., 124.

10 The court of appeals enployed a three-step test to
reach its ~conclusion that UNK s activities resulted in
"advertising injury" to Symantec, thereby obligating Acuity to

indemmify UN K ld., ¢96. First, the court concluded that

" Symantec opposed Acuity's request for an offset,
contending that Continental Casualty Conpany's alleged paynent
was subject to a reservation of rights to contest coverage.

Continental is not a party to this suit. Symantec does not
di spute that Continental paid it $165,964.38, as Acuity all eges.
However, there is no proof in the record that the anount
actually was paid. In addition, there is no indication in the
record whether there has been a final determ nation of
Continental's legal obligations wth respect to Symantec's
awar d. Finally, presunmably a Continental insurance policy
covering UNIK exists, but it is also absent fromthe record.
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copyright infringenent and trademark infringenent constituted
enunerated offenses under Acuity's policy—eopyright by virtue
of being expressly enunerated in the policy, and trademark by
virtue of being enconpassed within "title," which is expressly
enunerated in the policy. Id., 917, 17. Second, the court
concluded that UNIK advertised Symantec's copyrighted and
trademar ked products and nanmes. Id., 917, 9, 18. Finally, the
court concluded that there existed a causal nexus between UNIK's
advertising and its infringenent of Symantec's copyrights and
trademarks. 1d., 1113, 19, 22.

11 W granted review and now affirm

1. DI SCUSSI ON

A St andard of Revi ew

12 W are called upon to review an entry of summary
judgnent that interpreted an insurance policy. W review the
interpretation of an insurance policy independently, but
benefiting from the discussions of the court of appeals and the

circuit court. Nu Pak, Inc. v. Wne Specialties Int'l, Ltd.,

2002 W App 92, 16, 253 Ws. 2d 825, 643 N W2d 848. W al so
review a decision on summary judgnment independently, using the

sane nethodology as the circuit court. Fireman's Fund Ins. Co.

of Ws. v. Bradley Corp., 2003 W 33, 115, 261 Ws. 2d 4, 660

N.W2d 666; Ws. Stat. § 802.08(2).
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B. Policy Interpretation
113 We interpret undefined wrds and phrases of an
i nsurance policy as they would be understood by a reasonable

insured. Westphal v. Farnmers Ins. Exch., 2003 W App 170, 121,

266 Ws. 2d 569, 669 N W2d 166. If the policy |anguage is
unanbi guous, we interpret the policy in accordance with the

plain nmeaning of its provisions. See @Grriguenc v. Love, 67

Ws. 2d 130, 135, 226 N W2d 414 (1975). | f, however, the
| anguage that is undefined in the policy is "susceptible to nore
than one reasonable construction when read in context," it is
anbi guous. West phal , 266 Ws. 2d 569, {21. When such policy
| anguage relates to coverage and is anbiguous, we interpret the

policy in favor of the insured to afford coverage. Cardi nal v.

Leader Nat'l Ins. Co., 166 Ws. 2d 375, 382, 480 Nw2a2d 1
(1992).
114 Acuity's CG policy states that it "wll pay" its

insured suns it is legally obligated to pay as a result of
advertising injury caused by the insured. The policy further
states that it provides coverage for "advertising injury"
"caused by an offense commtted in the course of advertising
[the insured s] goods, products or services." The policy
defines "advertising injury" as an injury stemmng from anong
other things, "[n]isappropriation of advertising ideas or style
of doing business" or "[i]nfringement of copyright, title or
sl ogan. "

115 W examne the provisions nore closely. The policy

provides in pertinent part:
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LI ABI LI TY AND MEDI CAL EXPENSES COVERAGES
1. Business Liability

a. W wll pay those suns that the insured

becones legally obligated to pay as damages because of

advertising injury to which this insurance
applies.

b. This i nsurance applies [to]:

(b) Advertising injury caused by an offense
committed in the course of advertising your goods,
products or services;

LI ABI LI TY AND MEDI CAL EXPENSES DEFI NI TI ONS

1. "Advertising injury" nmeans injury arising
out of one or nore of the foll ow ng of fenses:

C. M sappropriation of advertising ideas or
styl e of doi ng business; or

d. I nfringenment of copyright, title or sl ogan.
(Emphasis in original.)

116 To determ ne whether these provisions obligate Acuity
to indemify UNK we nust determne whether UN K engaged in
"advertising activity" resulting in an "advertising injury," as
defined by Acuity's policy. W enploy a three-step test

articulated in Fireman's Fund to do so: (1) Does UN K s conduct

fit wthin an offense the policy enunerates? (2) Did UN K
engage in advertising activity? (3) Is there a causal

connection between UNIK s advertising activity and the damages?

10
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See Fireman's Fund, 261 Ws. 2d 4, 926. Because the circuit

court's final judgnent against Acuity required the insurer to
indermify UNIK for danmages resulting from both its copyright
infringement and its trademark infringenment, we nust pose all
three questions wth respect to both copyright and tradenarKk.

C. The Fireman's Fund Three-Step Test

117 We first consider whether UNIK' s conduct, related to
both copyright infringenment and trademark infringenent, fits
within an enunerated offense in Acuity's CA policy.

1. Enuner at ed of f ense

a. copyright infringenent

118 Acuity concedes that copyright infringenment is an
enunerated offense within the policy. | ndeed, the policy is
clear on its face that "advertising injury" neans "infringenment
of copyright."” UNIK infringed Symantec's copyrights by
distributing sanple disks containing Symantec's copyrighted
SystemMrks® software wi thout Symantec's authorization

b. trademark infringenment

119 The District Court of Oregon found that UNIK infringed
Symantec's t rademar ks when it di stri but ed, Wi t hout
aut hori zation, disks containing conputer software denoted by
Symantec's trademarked nanmes and when it used Synmantec's
trademar ked names in print advertising.

120 Symantec contends that trademark infringement is
enunerated as an advertising injury either under the policy's
"infringement of title" provision or under the policy's
"m sappropriation of advertising ideas or style of doing

11
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busi ness” provision. First, it argues that the plain nmeaning of
the word "title" enconpasses trademarks and that nunerous courts
have so hel d. Second, it contends that trademark infringenent
constitutes "m sappropriation of advertising ideas or style of
doi ng busi ness. "

21 Acuity responds that our case law has already
suggested that trademark infringenment does not fall wthin
"infringement of title." Acuity submts that this is the
correct interpretation of the policy, because had the parties
intended to ensure coverage for trademark infringenent, they
woul d have expressly included the word "trademark” in the
policy.

22 The insurance policy defines advertising injury in
part as "infringenent of . . . title." "Title" is not a defined
term in the policy; consequently, we give "title" its plain,

ordi nary neani ng. Ceslewwcz v. Mut. Serv. Cas. Ins. Co., 84

Ws. 2d 91, 97-98, 267 N W2d 595 (1978). To do so, we consult
dictionaries and the relevant case law that has addressed the
issue of whether a trademark is included within the term
"title." In addition, because the evolution of the standard CGL
policy formis useful to our analysis, we observe revisions to
that formas well.

123 We first consult the dictionary definition of "title."

"Title" has been defined as a "distinguishing nane" or a

descriptive or distinctive appellation.” Random House

12
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Unabri dged Dictionary, 1989 (2d ed. 1993).% Also instructive is

that the nost recent edition of Black's Law Dictionary that

contains a definition of "title," outside of the context of the

ownership of property, refers the reader to the term
"trademark. " Black's Law Dictionary, 1485 (6th ed. 1990).
Black's Law Dictionary then defined "trademarKk" as "a

distinctive mark of authenticity, through which the products of
particul ar manuf acturers  or the wvendible comodities of
particul ar merchants may be distinguished fromthose of others."®
Id. at 1493. W observe that dictionaries use simlar words to
define "title" and "trademark": a "title" is a "distinctive

appel lation,"” while a "trademark” is a "distinctive mark."?*

8 The sixth edition of Black's Law Dictionary defines
"title" as "[a] mark, style, or designation; a distinctive
appel l ation.” Black's Law Dictionary, 1485 (6th ed. 1990).
Per haps recognizing that the terms comobn neaning is no |onger
appreciably distinct fromits |legal neaning, the two nore recent
editions of Black's Law D ctionary, the seventh and eighth
editions, do not define "title" outside of its application to
t he ownership of property.

® The nost recent edition of Black's Law Dictionary provides

a slightly different definition of the term "trademark": "A
word, phrase, logo, or other graphic synbol used by a
manuf acturer or seller to distinguish its product or products
from those of others. Black's Law Dictionary, 1530 (8th ed.
2004) .

10 The Western District of New York has concluded that
"infringenment of sl ogan" can al so i ncl ude t rademar k
i nfringenent. J.A. Brundage Plunbing & Roto-Rooter, Inc. v.

Mass. Bay Ins. Co., 818 F. Supp. 553, 559 (WD.N Y. 1993). The
court cited the definition of "slogan" found in a |eading
treatise:

13
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124 We also consider that the Wsconsin Court of Appeals
has concl uded t hat t rademar k i nfringenment falls under

"infringement of title." W Ws. Water, Inc. v. Qality

Beverages of Ws., Inc., 2007 W App 188, 9127-28, 305 Ws. 2d

217, 738 N.W2d 114. The court concluded that unauthorized use
of a water supplier's logos on water delivery trucks, truck
driver uniforns, and water bottle |abels gave rise to a claim
for trademark infringenment under the policy's "infringement of
title" provision. Id., Y4, 25, 27-28. It explained that it is
reasonable to interpret the phrase "infringenment of title" as
broad enough to enbrace trademark infringenment, in part because
"i nfringenent of title" IS suscepti bl e to mul tiple
interpretations, and in such event, our courts construe the

provision in favor of coverage. [d., 928.

Section 7.5 Sl ogans as Marks.

Neither in the common |aw nor [in] the Lanham Act
is [there] any reason why a plurality of words cannot
function as a mark to identify and distinguish goods
or services. A slogan or any other conbination of
words is capable of trademark significance, if used in
such a way as to identify and distinguish the seller's
goods or services fromthose of others.

Under common |aw unfair conpetition principles,
sl ogans have | ong been protected agai nst use by others

so as to be likely to confuse purchasers . . . . [ Al
slogan mght also incorporate a separate tradenark,
such that both the slogan and the mark wll be

pr ot ect abl e.

Id. (quoting MCarthy, Trademarks and Unfair Conpetition (2d ed.

1984)) .

14
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125 Western Wsconsin Water followed the Seventh Circuit's

decision in Charter OGak Fire Insurance Co. v. Hedeen & Cos.,

C.V., 280 F.3d 730 (7th Gr. 2002). There, the insurer, Charter
Cak, sought a declaratory judgnent against the insureds that it
had no duty to defend them against a claim for trademark
infringement. 1d. at 735. Under its CG policy, which mrrored
the policy at issue here in all relevant respects, Charter Qak
argued that trademark infringenent was not a covered offense
under the policy because (1) the definition of "advertising
injury" did not expressly refer to trademark infringenent, and

(2) the policy's specific inclusion of "copyright infringenent”

as an adverti sing injury denonstr at ed t hat t rademar k
i nfringenment could not be covered as an advertising injury. |Id.
at 735-36. The court rejected Charter Qak's argunents. | d. at

736. Applying Wsconsin |law, the court held that the trademark
infringement claim fell wthin the policy's "infringement of
title" provision. Id. It reasoned that "'infringenent' neans
usi ng soneone else's words,"” while "'title' refers to names and
rel ated trademarks." 1d.

126 Western Wsconsin Water deemed Charter Gk its

"authoritative guide" for three reasons. First, Charter (Cak was

decided six years after Advance Watch Co. v. Kenper National

| nsurance Co., 99 F.3d 795 (6th Cir. 1996), a case relied upon

by the insurer that reached a conclusion contrary to Charter

Gak's nore recent concl usion. W Ws. Water, 305 Ws. 2d 217,

127. Second, Charter QOak applied Wsconsin law. Id. Finally,

Charter Cak rejected the holding of two other federal circuit

15
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court cases that adopted Advance \Watch's holding that

"infringement of title" does not include trademark infringenment.
| d.

127 Western Wsconsin Water and Charter Oak are in step

Wi th nunerous courts addressing the issue of whether trademark
infringement is included within "infringenent of title. "

128 In addition, of significant historical note, it has
been observed that, prior to 1986, the standard |nsurance
Service Ofice CA policy form"included '"unfair conpetition' as
a covered class of advertising injuries, and [expressly]
excluded injuries resulting from trademark, service mark and the

trade nane infringenment." Bay Elec. Supply, Inc. v. Travelers

Lloyds Ins. Co., 61 F. Supp. 2d 611, 617 (S.D. Tex. 1999)

(enmphasi s added). However, in 1986, the Insurance Service
Ofice, which publishes standard fornms wdely used in the
property and casualty insurance industry, revised the form to
replace "unfair conpetition" with the phrase "m sappropriation
of advertising ideas and style of doing business,” while it also
elimnated the trademark, service mark and trade nanme excl usion

Id. The revision therefore inplies that clains related to
trademark infringenent would be included within the revised CG

policy. 1d.; see also, Adolfo House Distrib. Corp. v. Travelers

11 See, e.g., Heritage Mit. Ins. Co. v. Advanced Polyner
Tech., Inc., 97 F. Supp. 2d 913, 922 (S.D. Ind. 2000); Sentex
Sys., Inc. v. Hartford Accident & Indem Co., 882 F. Supp. 930,
944 (C.D. Cal. 1995).

16
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Prop. & Cas. Ins. Co., 165 F. Supp. 2d 1332, 1340 n.4 (S.D. Fla.

2001) .
129 Gven the plain neaning of "title," the reasoning of

Western Wsconsin Water and Charter Gak, and the evolution of

the standard CG. policy form we conclude that the "infringenent
of title" provision in Acuity's CGE policy enconpasses clainms of
trademark infringenment. Symantec owns trademarks in each of the
fol | ow ng: Symantec® Norton System\rks® Norton Anti Virus®
Norton Utilities® Norton CGhost® and Norton C eanSweep®. Each
of these designations is either the title of a software program
they name or the brand under which those progranms are sold (in
the case of Symantec®). Accordingly, UNIK engaged in an
enunerated of fense when it infringed Symantec's tradenarKks.

30 Acuity argues, however, that Fireman's Fund has

already intimated that "infringenent of title" does not include

infringenments of trademark. In Fireman's Fund, we concluded

that the conplaint sufficiently stated a claim for trade dress
i nfringenment under a policy that defined "advertising injury"” to
i nclude "infringenment of trademark, copyright, title or slogan."

Fireman's Fund, 261 Ws. 2d 4, 1125, 29-34 (enphasis added).

Accordingly, wunlike the policy at issue here, the policy at

i ssue in Fireman's Fund expressly i ncl uded t rademar k

infringement wthin the definition of "advertising injury.”
Id., 925. W noted that the insurance conpany had recently
added trademark infringenent to its policy and thereby
"broadened” the definition of advertising injury. Id., 125

n. 23. Acuity contends that Fireman's Fund supports the

17
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proposition that its policy cannot be construed to include
infringenment of trademark as an enunerated offense because the
policy does not expressly list "trademark" anong the adverti sing
injuries.

131 Acuity's argunent msses the mark because the policy

at issue in Fireman's Fund contained a different provision than

the one presented here. W did not address the question of
whet her an infringenent of trademark may conme within the term

"title." While footnote 23 of the Fireman's Fund opinion refers

to the policy's addition of the wrd "trademark" as a
"broaden[ing]" of the definition of "advertising injury,”
nothing in the opinion suggests that an "infringenent of title"
provi sion excludes clainms for infringenent of trademark.

132 Acuity further argues that there <can exist no
trademark infringenment clains under its policy because, had the
parties intended to ensure coverage for trademark infringenent,
they would have expressly included the word "trademark™ in the
"copyright, title or slogan" provision in the policy. Acui ty

relies on Advance Watch as support.

133 Advance Watch held that a policy provision defining

"advertising injury" as "infringement of copyright, title or
sl ogan” does not enconpass trademark infringenent clains.

Advance Watch, 99 F.3d at 802-04. The court reasoned that the

term "advertising” was |limted to verbal conduct and that the
word "trademark" did not appear in the policy definition of

“advertising injury." 1d. at 802-03.

18



Nos. 2006AP1153 & 2006AP1974

134 Advance Watch is unpersuasive. First, we discern no
conpelling reason to limt the term "advertising”" to verbal
conduct . | ndeed, both the "narrow' and "broad" definitions of

advertising commonly recognized in case |aw enconpass non-ver bal
conduct . The cases recognize that "advertising”" is narrowy
defined as "W despread announcenent or distribution of
pr onot i onal materials" and broadly defined as "any oral,
witten, or graphic statement nade by the seller in any manner

in connection with the solicitation of business.” See, e.g.,

Fi reman' s Fund, 261 Ws. 2d 4, 143. These alternate

definitions, by ascribing a definition to "advertising" that

enbraces nore than verbal conduct, wunderm ne Advance Witch's

concl usi on. *2

135 Second, as we have already discussed, the absence of
the word "trademark™ in a CA policy does not foreclose the
conclusion that trademark infringenent is covered under the
"advertising injury" provision in Acuity's policy. The Seventh

Crcuit concluded in Charter Cak that trademark infringenent is

covered under a policy defining "advertising injury" as an

"infringement of copyright, title or slogan." Charter Gak, 280

F.3d at 736. Nunerous courts have held likewise.® W agree

12 Moreover, Advance Watch Co. v. Kenper National |nsurance
Co., 99 F.3d 795 (6th Gr. 1996), is an "anomaly." Adolfo House
Distrib. Corp. v. Travelers Prop. & Cas. Ins. Co., 165 F. Supp.
2d 1332, 1339 (S.D. Fla. 2001). It has been roundly criticized
by other courts as out of step wth the prevailing view See
id.

13 See note 11, supra.
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with these courts that construing the word "title" to enconpass
trademark infringenent clainms is consonant both wth the canons
governing the interpretation of insurance policies and with the
pl ain meaning of "title."

136 In sum we conclude that UNK s infringenent of
Symantec's trademarks constitutes an enunerated offense under
the "advertising injury" provision of Acuity's CG policy.
Symantec's trademark infringenent claims fall within the
"infringement of title" provision because UNIK infringed on the
trademarked titles of Symantec's nane and software.

137 Because we conclude that trademark infringenent is
enconpassed wthin "infringenent of title,” we need not
consider, as Symantec invites us to do, whether it is also
enconpassed within the provision of the policy enunerating as an
advertising injury "msappropriation of advertising ideas or
styl e of doing business."”

2. Advertising activity

138 We next consider whether UN K engaged in advertising
activity. To do so, we nust first address the follow ng
guestion: Wsat is the definition of advertising?

139 As we have stated above, Wsconsin cases have
identified both a broad and a narrow definition of
"advertising." However, we have not adopted either definition

See Fireman's Fund, 261 Ws. 2d 4, 9742-44. Acuity encourages

us to adhere to the general definition of advertising we noted

in Fireman's Fund: "[g]enerally speaking, advertising refers to

calling the public's attention to a product or business by
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proclaimng its qualities or advantages in order to increase
sales or arouse a desire to buy or patronize." Id., Y42 (citing

cases quoting The Anmerican Heritage Dictionary of the English

Language (New College ed. 1980) and Wbster's Third New

International Dictionary (4th ed. 1976)). Acuity argues that

the court of appeals unnecessarily created new |aw by adopting
what is considered to be the "broad" definition of adverti sing.
40 In <contrast, Symantec argues that the court of
appeal s' adoption of the "broad" definition of "advertising"” is
fully consistent with our rules for interpreting insurance
policy provisions. Symantec points out that "advertising"” is
not defined within Acuity's policy, but it is susceptible to
mul tiple interpretations. Consequently, it asserts that the
term is anbi guous. Qur cases hold, Symantec contends, that
anbi guous policy terns nust be construed in favor of coverage.
41 As we have recounted, our case |law recognizes the
existence of a broad and a narrow definition of advertising.

Fireman's Fund, 261 Ws. 2d 4, 943. W are not limted to those

definitions, however. Nor are we I|limted to the general

definition of advertising described in Fireman's Fund. Qur task

is to give the term "advertising” within Acuity's policy its
ordi nary neaning, because it is a non-technical term not defined
in the policy. Id. at 942. W are permtted to consider the
definitions of "advertising" in dictionaries of commobn usage and
in legal dictionaries to help us discern its nmeaning. See Sch.

Dist. of Shorewood v. Wausau Ins. Cos., 170 Ws. 2d 347, 367

488 N.W2d 82 (1992).
21
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42 We consider the various definitions of "advertising."
Dictionaries of common usage define the term as "calling the
public's attention to a product or business by proclaimng its
qualities or advantages in order to increase sales or arouse a

desire to buy or patronize.”" Fireman's Fund, 261 Ws. 2d 4, 142

(summari zing cases that quote The Anerican Heritage Dictionary

of the English Language and Wbster's Third New International

Dictionary). A standard narrow definition and a standard broad

definition of "advertising" have evolved in the common |law. The

standard narrow definition is: "w despread announcenent or
di stribution of pronotional materials.” 1d., 943. The standard
broad definition is: "any oral, witten, or graphic statenent

made by the seller in any manner in connection wth the

solicitation of business.” | d. All of these definitions are
di fferent in somne respects, yet al | are reasonabl e
interpretations of the term "advertising." Accordingly, we

conclude that the term is susceptible to nultiple reasonable
interpretations and is therefore anbiguous. Wen faced with a
policy anbiguity in regard to coverage, we interpret the policy
provision Iliberally in favor of affording coverage to the
i nsur ed. Cardinal, 166 Ws. 2d at 382. Consequently, we wll
apply the broad definition to the facts before us.
a. copyright infringenent

143 Acuity contends that UNIK did not engage in
"advertising activity" with respect to Symantec's copyrights.
It enphasizes that the District Court of Oegon focused on
UNIK's sales, not its advertising, of Symantec software; that
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the district court did not reference advertising injury; and
that only one sentence of the district court's decision nentions
advertising at all. Accordingly, Acuity argues that the
district court gave no indication that any advertising activity
bore upon its finding of liability for copyright infringement.

44 Acuity further notes that the disks that UN K shi pped
to existing custoners were shipped in response to custoner
requests, and they were packaged in plain, white paper sleeves
Wi thout retail boxes and w thout nmanuals. It argues that such
activity cannot be deened "advertising" under any definition.

45 We are not persuaded by Acuity's argunents. First,
the District Court of Oegon's summary judgnment opinion belies
Acuity's assertions that the court did not take account of
UNIK's advertising activity in finding UNIK |liable for copyright

i nfringenent. The district court stated that UN K "adverti sed

[ Symantec's] SystenWrks® software through trade nagazines,
t el ephone marketing, direct nmailings, and supplying sanples to
interested buyers."” Symantec, No. 02-406-KI, slip op. at 4
(emphasi s added). The reference to supplying sanples to
interested buyers directly inplicates UNIK's activity infringing
Symantec's copyright through advertising. Accordingly, the
district court did not account solely for UNK s copyright
infringement by the sales of copyrighted material, as Acuity
cont ends.

146 Second, contrary to Acuity's argunents, UNI K' s
activity in accepting sanple orders from existing custoners and
then sending those <custoners sanples in unmarked sleeves
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conports wth the broad definition of advertising we adhere to
in this context. The following facts are undi sputed: (1) UNIK
sent sanple disks to custoners; (2) if the custoner approved of
the sanple, the custonmer placed an order for the disks; (3)
within less than three years, UNIK sold over 117,000 disks
containing Symantec's copyrights through this process. W think
it is abundantly clear that UNIK s practice of sending sanple
di sks constitutes a "solicitation of business,” as we define
advertising here.
b. trademark infringenment

147 Acuity argues that our review of whether UN K engaged
in advertising activity that infringed Symantec trademarks is
limted to consultation of the District Court of Oegon's
summary | udgnent deci sion. Acuity contends that the district
court's decision makes clear that none of UNIK' s activities with
respect to Symantec's trademark "proclainfed the] qualities or

advantages [of the product] in order to increase sales or arouse

a desire to buy or patronize," as Fireman's Fund described
"advertising." Fireman's Fund, 261 Ws. 2d 4, f942. W
di sagr ee.

148 First, in resolving the questions this case presents,

we are not required to confine ourselves to the District Court
of Oregon's opinion. Qur case |aw and Wsconsin Statutes evince
a court analysis of sunmmary judgnent wherein we examne "the
pl eadi ngs, depositions, answers to interrogatories, adm ssions

and affidavits." See, e.g., id., T15; Ws. Stat. 8§ 802.08(2)

Moreover, in determning whether an insurer has a duty to
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indemmify, courts routinely consult the entire record. See,

e.g., Geat Am Lloyds Ins. Co. v. Mttlestadt, 109 S.W3d 784,

787 n.1 (Tex. C. App. 2003); see also, Med. Liab. Mut. Ins. Co.

v. Alan Curtis LLC, 519 F.3d 466 (8th Cr. Mur. 10, 2008)

(reh"ing and reh'ing en banc denied Apr. 18, 2008); Colunbia
Mut. Ins. Co. v. Epstein, 239 S.W3d 667 (Mb. C. App. 2007).

149 Second, UNIK advertised Symantec's tradenark. The
district court's finding that UNIK "advertised [Symantec's]
Systenmrks® software through trade magazines"” is undisputed.
The magazine advertisenents contained in the record show
Symantec's trademarked name. ! UNIK's placing advertisements
bearing Symantec's trademark constitutes a "graphic statenent
made by the seller in any manner in connection wth the

solicitation of business." Fireman's Fund, 261 Ws. 2d 4, 943.

3. Causal connection

50 The third question is whether there is a causal
connection between UNK s advertising activity and Symantec's

harm 1d., 9126, 46. In Fireman's Fund, we explained that in

order to constitute a causal connection between advertising and
harm the advertising need not be the sole cause of harm
Rat her, the advertising nust nerely "contribute materially” to
the harm 1d., 952-53.

51 Acuity argues that the "contribute nmaterially"”

standard does not apply here. It points out that we identified

4 W have attached the trade mmgazine advertisenents as
Appendi x A to this opinion.
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such a standard in Fireman's Fund within the context of deciding

whether an insurer had a duty to defend, not a duty to
indemify. Id., 2. Acuity contends that, because the duty to
defend is broader than the duty to indemify, the "contribute
materially" standard is an incorrect standard to apply. CGting
case law from other jurisdictions, Acuity asserts that an
i nsurer shoulders the responsibility to indemmify only when the
insured's activity and any resulting injury actually falls

within the policy's coverage. See, e.g., United Servs. Auto

Ass'n v. Dare, 830 N.E.2d 670, 675 (IIl. App. Ct. 2005).

152 Acuity's argunent is perplexing in that it does not
refute the proposition that it is sufficient that advertising
"contribute materially" to harm in order to establish a causa
link between advertising and harm Although it is true that the
duty to defend is broader than the duty to indemify, that is so
because the duty to defend arises from allegations contained in
the conplaint, whereas the duty to indemify is supported by

fully devel oped facts. See, e.g., Fireman's Fund, 261 Ws. 2d

4, 1919-20. Accordingly, an insurer may be obligated to defend
claims that it ultimtely may not be obligated to indemify.
See id., 1920-21. W agree with Acuity, therefore, that the
duty to defend is indeed broader than the duty to indemify.
However, that distinction is not relevant here because it has no
bearing on the question of what suffices to establish a causa
connection between advertising and injury.

153 We conclude that the "contribute materially" standard
is the proper one to apply. Acuity marshals no authority that
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conpels us to abandon the "contribute materially" standard in
this context. In addition, that standard is in accord wth
W sconsin |aw establishing the threshold for assigning liability

for damages. See, e.g., Bauneister v. Automated Prods., Inc.

2004 W 148, 124, 277 Ws. 2d 21, 690 NW2d 1 ("In Wsconsin
the test for causation is whether the conduct at issue was a
'substantial factor' in producing the plaintiff's injury.").
a. copyright infringenent

154 In applying this standard, we conclude that UNK' s
advertising activity contributed materially to its infringenent
of Symantec's copyrights. The conclusion that UNI K nade sales
as a result of dissemnating sanple disks to custoners is
i nescapable. UNK s business was to sell software to resellers.
To garner sales, UNIK, wthout authorization, provided potential
custoners with disks containing Symantec's software products,
which enabled the potential custonmer to try out Synmantec's
copyrighted software before deciding whether to buy. In |ess
than three years, UNK sold 117,273 copies of Symantec's $40
software for prices ranging from $3.50 to $20. These sal es
generated $845,672 in gross revenue.

155 Qur conclusion that UNIK s advertising resulted in

copyright injury is further supported by the District Court of

Oregon's injunction. The district court enjoined UNIK from
"[d] i ssem nati ng, pronoti ng, sel ling, offering for sal e,
di stributing, or usi ng" Symantec's copyrighted products.

Symantec, No. 02-406-KI, [Stipulated] Permanent |[|njunction
f1(a). Federal courts are not permtted to grant an injunction,
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unl ess the party seeking it has suffered "irreparable injury.”

See, e.qg., eBay, Inc. v. MrcExchange, LLC, 547 U S. 388, 391

(2006) . Accordingly, we conclude that based on the record
before us UNIK' s advertising activity contributed materially to
infringing Symantec's copyright, thereby causing Symantec
damage.
b. trademark infringenment

56 In its conplaint filed wth the D strict Court of
Or egon, Symantec alleged that UNK s advertising activity
infringing on Symantec's trademarks |I|ikely caused consuner
conf usi on. Advertising activity can contribute materially to
the trademark infringenment if the advertising activity |likely

creates consuner confusion. Wal -Mart Stores, Inc. v. Sanara

Bros., Inc., 529 U S. 205, 209 (2000).

157 The District Court of Oegon noted that custoner
confusion is a central elenent of trademark infringenent and
that UNIK did not contest that it used Symantec's trademarks in
a manner that was |likely to cause consuner confusion. Synmantec,
No. 02-406-KlI, slip op. at 14. It concluded that UNI K viol ated
Symantec's trademarks. 1d. at 15.

158 Advertising likely materially contributed to consuner
conf usi on. As we have noted, the advertising resulted in the
purchase of disks containing software bearing Symantec's
trademarked titles. Additionally, as we have already discussed
above with respect to the copyright infringenent, the D strict
Court of Oregon's entry of an injunction against UNK's
"reproduci ng, counterfeiting, or copying . . . or distributing"
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Symantec's registered trademarks further evinces that UNK' s
adverti sing contri buted materially to Symantec's har m
Symantec, No. 02-406-KI, [Stipulated] Permanent |[|njunction
11(b) .

159 In sum we answer all three Fireman's Fund questions

in the affirmative. First, copyright infringenment and trademark
infringement are enunerated offenses wthin Acuity's policy.
Second, UNIK engaged in advertising activity wth respect to
both Symantec's copyrights and tradenarks. Finally, UNK s
advertising activity contributed wmterially to copyright
infringement and trademark infringenent. Accordingly, we
conclude that Acuity is obligated to indemify UNIK for the
anount of damages the circuit court entered in its final
j udgnment, $958, 253.40 plus interest.

160 We do not reach Acuity's argunent that the judgnent
anmount should be offset by the amunt Symantec purportedly
received from Continental Casualty Conpany. The issue 1is
insufficiently devel oped. Continental is not a party to this
suit. Although Symantec does not dispute that Continental paid
it $165,964.38, as Acuity alleges, there is no proof in the
record that the amount actually was paid. 1In addition, there is
no indication in the record whether there has been a final
determ nation of Continental's |egal obligations with respect to
Symantec's award. Finally, presunmably a Continental insurance
policy covering UNIK exists, but it is also absent from the

record.
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I11. CONCLUSI ON

61 Two issues are presented in this review (1) Wether,
under Acuity's CA& insurance policy, UNIK engaged in
"advertising activity" resulting in UNK s infringenment of
Symantec's copyrights and trademarks, thereby obligating Acuity
to indemify UN K (2) If so, whether the amount in which
Acuity is obligated to indemify UNIK may be offset by the
anount of paynment Synmantec purportedly has already received. W
affirmthe court of appeals. W hold that Acuity is liable for
the damages entered against UNK, because Acuity's policy
assures coverage for the copyright and trademark infringenent
UNIK committed as a result of advertising Symantec's products.
However, we decline to consider whether Acuity is entitled to
have the judgnment anount offset by the anmount Symantec has
all egedly collected from another insurer because the record with
respect to that issue is insufficiently developed for us to
render a deci sion.

By the Court.—Fhe decision of the court of appeals is

af firned.
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